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Election/Restrictions 

1. Applicant's election without traverse of Group I, claims 1-25, in the reply- 
filed on December 22, 2004, is acknowledged. 

2. Claims 26-38 are hereby withdrawn from further consideration pursuant to 
37 CFR 1.142(b) as being drawn to a nonelected process for the epoxidation of an 
olefin (claims 26-37) and to a non-elected process for producing a 1,2-diol, 1,2-diol 
ether, or an alkanolamine (claim 38), there being no allowable generic or linking 
claim. 

Applicants' election without traverse of Group I, claims 1-25, on December 
22, 2004, is noted. Claims 26-38, drawn to non-elected inventions, are hereby- 
withdrawn from consideration. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 4 lacks antecedent basis. Specifically, claim 4 requires the presence of 
rhenium (..."in addition to silver, rhenium or compound thereof; see lines 2 and 3 
therein), whereas claim 3, from which claim 4 depends, does not require the 
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presence of rhenium ("one or more selectivity enhancing dopants selected from 
rhenium,..."). 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent 
the unjustified or improper timewise extension of the "right to exclude" granted by a 
patent and to prevent possible harassment by multiple assignees. See In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 

F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 

6. Claims 1, 3, 4, 6-17, and 19-25 are provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1-12 of copending Application No. 10/607,346. 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because although the instant claims are directed to a 
method for improving the selectivity of a supported highly selective expoxidation 
catalyst, and the claims in the '346 application are directed to a method for the 
start-up of a process for the epoxidation of an olefin, the respectively recited method 
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steps are the same- contacting a catalyst with a feed comprising oxygen at a 
catalyst temperature above 250°C or 260°C for up or at most 150 hours, and 
subsequently decreasing the temperature to at most 250°C or 260°C. 

Additionally, the respective sets of claims recite overlapping ranges for, for 
example, the quantity of silver present in the catalysts, for the feed components, 
and process temperature ranges. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 
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9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that the 
subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 

U.S.C. 103(a). 

11. Claims 1-25 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Hayden et al (U. S. 
Patent No. 4,007,135). 

Hayden et al. teach catalysts for the production of alkylene oxides comprising 
silver supported on a support having a specific surface area ranging from 0.04-10 
m 2 /g, median pore diameters of 0.3 to 15 microns, and also comprising a promoting 
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amount of metals such as niobium, tantalum, molybdenum, tungsten, vanadium, 
chromium, calcium, magnesium, strontium, or barium. See col. 1, lines 20-41 of 
Hayden et al., as well as col. 2, lines 16-30. 

The support may be alumina, and is preferably alpha-alumina. Further, the 
catalyst preferably comprises 3 to 15% by weight of silver. See col. 3, lines 21-50 of 
Hayden et al. 

Because Hayden et al. disclose an alpha-alumina support having a surface 
area comparable to that respectively claimed, the weight percentage range of the 
silver recited in this reference is considered to read upon Applicants' claim 
limitations regarding the quantity of silver (e.g., "0.17 g/m 2 surface area of the 
support"). 

At col. 5, line 28 to col. 6, line 4, Hayden et al. discuss the conversion of 
ethylene to ethylene oxide, and of propylene to propylene oxide, in the presence of 
the aforementioned catalysts. These conversions involve contact of the catalyst 
with feeds comprising either ethylene or propylene, oxygen (in the form of air or 
commercial oxygen), carbon dioxide, and, optionally, a reaction modifier. 
Temperatures at which contact takes place ranges from 190°C-270°C for ethylene 
and from 200°C to 300°C for times sufficient to covert up to 50% of, for example, 
propylene. 

Example 7 of Hayden et al. depicts the preparation of a catalyst comprising a- 
alumina, silver, and barium, wherein the support is impregnated with barium 
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hydroxide, followed by heating in an air atmosphere at 300°C for 60 minutes, 
followed by forming a second solution of silver and barium acetates. The final 
catalyst is passed over with a gas mixture containing 30% ethylene, 8% oxygen, 62% 
nitrogen, and 4 ppm ethylene dichloride, during which selectivity and conversion 
were determined at 240°C. 

In view of these teachings, Hayden et al. anticipate claims 1-25. 

In the alternative, Hayden et al. do not specifically disclose a "method for 
improving the selectivity of a... catalyst", as recited in the instant claims. However, 
because Hayden et al. disclose the same or similar method steps, conditions, and 
catalyst components as respectively claimed, it would have been obvious to one 
skilled in the art at the time the invention was made to reasonably expect that the 
method of Hayden et al. would result in improved catalyst selectivity, in view of the 
strong similarities between Hayden et al. and the claimed reference. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Patricia L. Hailey whose telephone number is 
(571) 272-1369. The examiner can normally be reached on Mondays-Thursdays. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jerry Lorengo, can be reached on (571) 272-1362. The fax 
phone number for the organization where this application or proceeding is assigned 
is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





Examiner, Art Unit 1755 
February 22, 2005 



